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Tried and tested
Law Express has been helping UK law students to revise since 2009 
and its power is proven. A recent survey * shows that:

n 94% think that Law Express helps them to revise effectively and  
take exams with confidence.

n 88% agree Law Express helps them to understand key  
concepts quickly.

Individual students attest to how the series has supported their revision:

‘Law Express are my go-to guides. They are an excellent 
supplement to my course material.’
Claire Turner, Open University

‘In the modules in which I used these books to revise, generally  
the modules I found the most difficult, I got the highest marks.  
The books are really easy to use and are extremely helpful.’
Charlotte Evans, Queen Mary University of London

‘The information is straight to the point. This is important 
particularly for exams.’
Dewan Sadia Kuraishy, University of Manchester

‘These revision guides strike the right balance between enough 
detail to help shape a really good answer, but brief enough to be 
used for last-minute revision. The layout is user friendly and the  
use of tables and flowcharts is helpful.’
Shannon Reynolds, University of Manchester

‘I personally found the series very helpful in my preparation  
for exams.’ 
Abba Elgujja, University of Salford

* A survey of 16 UK law students in September 2014.

A01_HOWE6989_05_SE_FM.indd   2 26/4/2016   11:24 AM



Intellectual 
ProPerty law
5th edition

claire Howell
Aston University

Benjamin Farrand
University of Warwick

A01_HOWE6989_05_SE_FM.indd   3 26/4/2016   11:24 AM



Pearson Education Limited
Edinburgh Gate
Harlow CM20 2JE
United Kingdom
Tel: +44 (0)1279 623623
Web: www.pearson.com/uk

First published 2009 (print and electronic)
Second edition published 2011 (print and electronic)
Third edition published 2013 (print and electronic)
Fourth edition published 2015 (print and electronic)
Fifth edition published 2017 (print and electronic)

© Pearson Education Limited 2009, 2011, 2013, 2015, 2017 (print and electronic)

The rights of Claire Howell and Benjamin Farrand to be identified as authors of this work have been asserted by 
them in accordance with the Copyright, Designs and Patents Act 1988. 

The print publication is protected by copyright. Prior to any prohibited reproduction, storage in a retrieval system, 
distribution or transmission in any form or by any means, electronic, mechanical, recording or otherwise, permission 
should be obtained from the publisher or, where applicable, a licence permitting restricted copying in the United Kingdom 
should be obtained from the Copyright Licensing Agency Ltd, Barnard’s Inn, 86 Fetter Lane, London EC4A 1EN.

The ePublication is protected by copyright and must not be copied, reproduced, transferred, distributed, leased, 
licensed or publicly performed or used in any way except as specifically permitted in writing by the publishers, 
as allowed under the terms and conditions under which it was purchased, or as strictly permitted by applicable 
copyright law. Any unauthorised distribution or use of this text may be a direct infringement of the authors’ and the 
publisher’s rights and those responsible may be liable in law accordingly.

All trademarks used herein are the property of their respective owners. The use of any trademark in this text does 
not vest in the author or publisher any trademark ownership rights in such trademarks, nor does the use of such 
trademarks imply any affiliation with or endorsement of this book by such owners. 

Contains public sector information licensed under the Open Government Licence (OGL) v3.0. 
www.nationalarchives.gov.uk/doc/open-government-licence

Pearson Education is not responsible for the content of third-party internet sites.

ISBN: 978-1-292-08698-9 (print)
 978-1-292-08700-9 (PDF)
 978-1-292-08699-6 (ePub) 

British Library Cataloguing-in-Publication Data
A catalogue record for the print edition is available from the British Library

10 9 8 7 6 5 4 3 2 1
21 20 19 18 17

Front cover bestseller data from Nielsen BookScan (2009-2014, Law Revision Series).
Back cover poll data from a survey of 16 UK law students in September 2014.

Print edition typeset in 10/12 pts Helvetica Neue LT W1G by Lumina Datamatics
Print edition printed and bound in Malaysia

NOTE THAT ANY PAGE CROSS REFERENCES REFER TO THE PRINT EDITION

A01_HOWE6989_05_SE_FM.indd   4 26/4/2016   11:24 AM

www.pearson.com/uk
www.nationalarchives.gov.uk/doc/open-government-licence


v

Contents

Acknowledgements vii
Introduction  viii
Guided tour  x
Table of cases and statutes xii

Chapter 1: Copyright subsistence 1

Chapter 2: Authorship, ownership and moral rights 17

Chapter 3: Copyright infringement, remedies and defences 35

Chapter 4: Confidentiality 57

Chapter 5: Patentability, entitlement and ownership 71

Chapter 6: Patent infringement, defences and remedies 87

Chapter 7: Design law 105

Chapter 8: Trade mark registrability 123

Chapter 9: Trade mark infringement 141

Chapter 10: Passing off 157

Chapter 11:  Intellectual property, computer software  
and the internet 171

And finally, before the exam . . . 189
Glossary of terms 207
Index  213

A01_HOWE6989_05_SE_FM.indd   5 26/4/2016   11:24 AM



vi

Have your say!

What do you think of                      ?

We’re really keen to hear your opinions about the series and how 
well it supports your studies. Your views will help inform the future 
development of Law Express and ensure it is best suited to the 
revision needs of law students.

Please log on to the website and leave us your feedback. It will only 
take a few minutes and your thoughts are invaluable to us.

www.pearsoned.co.uk/lawexpressfeedback

A01_HOWE6989_05_SE_FM.indd   6 26/4/2016   11:24 AM

www.pearsoned.co.uk/lawexpressfeedback


Acknowledgements

The publishers would like to thank David Bainbridge for his contributions as an author to 
previous editions of the book. Some of David’s material is still included in this edition and on 
the companion website.

Our thanks also go to all reviewers who contributed to the development of this text, including 
students who participated in research and focus groups, which helped to shape the series 
format.

vii

A01_HOWE6989_05_SE_FM.indd   7 26/4/2016   11:24 AM



viii

Introduction

Intellectual property law is a demanding but rewarding and enjoyable subject. It covers a range 
of diverse rights, some of which have little in common with others. Students should keep in 
mind that, although some rights may be quite different from others, a number of rights may 
exist in respect of the same subject-matter. For example, a new design of plastic bottle for 
tomato ketchup may be protected by design law (registered and unregistered), trade mark 
law and the law of passing off. The label attached to the bottle may be protected by artistic 
and literary copyright. Students are likely to get extra marks if they can demonstrate that they 
understand the overlap between the different intellectual property rights.

This book is a revision guide. It is intended to help focus students on the key areas in which 
they are likely to be examined. It also acts as an aide-mémoire, picking out key cases and 
statutes. It is no substitute for textbooks and other materials with which students should be 
familiar. Students should also be aware that this revision guide cannot cover all the ground 
which may be covered in a module on intellectual property. For example, it has not been 
possible to cover areas such as rights in performances.

Students should frequently check the syllabus of the module they are taking and refer to lecture 
notes, handouts and virtual learning materials provided by their lecturer and module leader. As 
intellectual property is such a big subject, most lecturers are likely to concentrate on some parts 
of the subject and deal with others in less detail. By reviewing the content of the course as taught 
or given as directed learning, students will have a much better idea of the areas they are likely to 
be examined on. Past examination papers also provide a rich form of guidance but students must 
be aware that, in a fast-moving subject like intellectual property, older examination questions 
may have been overtaken by recent developments. Questions in past examination papers should 
be attempted, provided they have current relevance. Ideally, students should attempt past 
examination questions after getting to grips with the subject area. Allow the time permitted in the 
examination and go through your answers critically, seeing how they could be improved (‘You be 
the marker’ section on the companion website gives guidance on this).

Inevitably, during the teaching of a module, there will be legislative changes to and/or 
important cases on intellectual property law. Examiners are impressed with students who show 
that they have taken the trouble to look up and understand the latest developments. Students 
should also be reminded that it is well worth reading the judgments in important Supreme 
Court (formerly House of Lords), Court of Appeal and Patents Court cases and rulings of the 
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Court of Justice of the European Union. Read and discuss other materials you are directed to by 
your lecturer, such as articles from specialised intellectual property journals.

Bear in mind the justifications for intellectual property rights (IPR). By granting limited 
rights, whether or not monopoly rights, innovation and investment into creating new works 
and inventions is stimulated. This results in increased employment, wealth, and research 
and development into the creation of new technologies and improvements thereto. IPR are 
particularly important in the development of new pharmaceuticals and biotechnological 
inventions. Another justification is that the subject-matter of IPR results from the exercise 
of human intellect, and a person should not be deprived of it without fair compensation by 
granting him or her rights over it limited in time and scope.

Things to bear in mind when revising intellectual property law:

n Problem questions can be quite complex and it might be worthwhile drawing a ‘mind 
map’ or making a list of relevant dates before attempting the question. Spend a little 
time ensuring that you understand the question.

n Essay questions often require students to consider policy issues or unsatisfactory 
areas such as patents for computer-implemented inventions.

n Exam questions are not an excuse to write down everything you know about a 
particular area – answer what the question asks, not what you wished it had asked.

n Make full use of the recommended textbooks and other materials your lecturer 
suggests. Do not rely on this revision guide to learn the subject.

n Make sure you understand the main legislative provisions dealing with matters such 
as subsistence, requirements for registration and exceptions, authors, designers, 
inventors, ownership and entitlement, duration, infringement and defences.

n Seek advice from your lecturer about what you should revise. Most lecturers are very 
happy to give advice, guidance and feedback.

n Do not ‘cherry-pick’, only revising part of the syllabus. Questions on intellectual 
property often cover a wide range and may include a number of different and 
disparate intellectual property rights. Only omit revising a particular part of the 
syllabus if your lecturer has expressly confirmed that it will not be examined.

n Attempt past exam questions and review how your answer could be improved. Some 
lecturers are happy to look at your attempts and give you feedback. But make sure 
you do not waste time attempting past examination questions that are no longer 
relevant because of changes in the law.

Before you begin, you can use the study plan available on the companion website 
to assess how well you know the material in this book and identify the areas 
where you may want to focus your revision.

REvIsIon noTE

INTRODUCTION

A01_HOWE6989_05_SE_FM.indd   9 26/4/2016   11:24 AM



x

Guided tour

Topic maps – Visual guides highlight key subject areas and facilitate easy 
navigation through the chapter. Download them from the companion website to pin 
on your wall or add to your revision notes.

Revision checklists – How well do you know each topic? Use these to identify 
essential points you should know for your exams. But don’t panic if you don’t know 
them all – the chapters will help you revise each point to ensure you are fully 
prepared. Print the checklists off the companion website and track your revision 
progress!

Sample questions with answer guidelines – Practice makes perfect! Read the 
question at the start of each chapter and consider how you would answer it. 
Guidance on structuring strong answers is provided at the end of the chapter. Try 
out additional sample questions online.

Assessment advice – Not sure how best to tackle a problem or essay question? 
Wondering what you may be asked? Use the assessment advice to identify the 
ways in which a subject may be examined and how to apply your knowledge 
effectively.

Key definitions – Make sure you understand essential legal terms. Use the 
flashcards online to test your recall!

Key cases and key statutes – Identify and review the important elements of the 
essential cases and statutes you will need to know for your exams.

Make your answer stand out – This feature illustrates sources of further thinking 
and debate where you can maximise your marks. Use them to really impress your 
examiners!

Exam tips – Feeling the pressure? These boxes indicate how you can improve your 
exam performance when it really counts.
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Revision notes – Get guidance for effective revision. These boxes highlight related 
points and areas of overlap in the subject, or areas where your course might adopt 
a particular approach that you should check with your course tutor.

Don’t be tempted to . . . – This feature underlines areas where students most often 
trip up in exams. Use them to spot common pitfalls and avoid losing marks.

Read to impress – Focus on these carefully selected sources to extend your 
knowledge, deepen your understanding, and earn better marks in coursework as 
well as in exams.

Glossary – Forgotten the meaning of a word? This quick reference covers key 
definitions and other useful terms.

GUIDED TOUR
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Revision checklist
Essential points you should know:

® What amounts to originality

® What constitutes fixation

® What amounts to a copyright work

® What are secondary or derivative works

® The qualification requirements

® The duration of the copyright term

Copyright  
subsistence
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Originality

Tangibility

A ‘work’

Literary works

Dramatic works

Musical works

Artistic works

Secondary or
derivative
works

Qualification

Duration of
copyright

Artistic craftsmanship

Sound recordings

Films

Broadcasts

Typographical
arrangements of
published editions

Copyright
subsistence

Topic map

A printable version of this topic map is available from www.pearsoned.co.uk/lawexpress
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Introduction
Copyright does not protect the idea but the independent  
expression of the idea.

Copyright does not create monopolies, but a limited right over creative expression. it is 
intended to prevent others, for a defined period of time, from taking unfair advantage 
of a person’s creative efforts. protected subject matter is governed by the Copyright, 
Designs and patents Act 1988 (CDpA), refined by case law in the uK and from the 
Court of Justice of the european union (CJeu). Although original literary works, films 
and sound recordings are all included, not all creative efforts are protected under the 
Act. This does mean that some highly original creations do not meet the criteria for 
protection. The owner of the copyright has the exclusive right to do, or license others to 
do, certain acts in relation to the work. Apart from where certain exceptions exist, the 
owner or licensee may sue for infringement and obtain remedies such as an injunction 
and damages. in April 2015, Mr Justice Arnold of the high Court of england and Wales 
commented that the CDpA was ‘rooted in the analogue world’, and that a stream of 
additions and modifications to the Act since its entry into force in 1988 meant that it 
has become unwieldy and inaccessible. Mr Justice Arnold stated that ‘it is time for a 
new Copyright Act and that a departmental committee should be appointed to make 
recommendations for the framing of the new Act’. At the time of writing, however, there 
do not appear to be any immediate plans to do so.

Essay questions
A possible essay question may ask you to discuss the difficulty in establishing a work 
as one of artistic craftsmanship. Keep in mind any other forms of intellectual property 
protection such as design right that could be available as an alternative to copyright 
protection. Another essay question could relate to the gap in protection for creative 
ideas seen in the Norowzian case and the split between the idea and the expression of 
a work.

Problem questions
A problem question could include a scenario where a work is put into tangible form 
by another, where there is a trivial or de minimis work or a work with no artistic merit. 
There may also be an issue raised relating to sound recordings, including qualification 
and duration issues on both derivative and original works, or where a work builds upon 
a previously existing work, such as a remix or song ‘mash-up’.

AssEssmEnT AdvICE
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1 CopyRighT subsisTenCe

 sample question
Could you answer this question? below is a typical essay question that could arise on this 
topic. guidelines on answering the question are included at the end of this chapter, whilst 
a sample problem question and guidance on tackling it can be found on the companion 
website.

The formats of television game shows and reality programmes, such as Pop Idol and Big 
Brother, are inadequately protected by copyright in the uK. The time is right to introduce 
format rights as a new type of copyright work.

Discuss with reference to decided cases.

EssAy quEsTIon

 originality
not all creative effort is protected. For protection, the output must fall into the category of 
‘works’ and must be original.

originality for copyright purposes does not demand the novelty or innovation required in 
order to obtain a patent. For copyright, original means that the work originates from or is 
the intellectual creation of the author, its creator and it has not been copied from another’s 
work. This is a low but minimum standard. A simplistic one-line drawing would be regarded 
as too trivial to merit copyright protection.

section 1 Copyright, designs and Patents Act 1988

Copyright is a property right which subsists in original literary, dramatic, musical 
and artistic works as well as sound recordings, films, broadcasts and typographical 
arrangements of published editions.

KEy sTATuTE

A work is original for copyright purposes if it has originated from the author and has 
not been copied from another work. For computer programs and copyright databases, a 
work is original if it is the author’s own intellectual creation. Databases will be discussed 
further in Chapter 11.

KEy dEFInITIon: original
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in an interesting us-based example, a macaque took a camera from a photographer and 
took a ‘selfie’; the uK’s intellectual property office commented that an animal could not be 
an ‘author’ for the purposes of copyright law, and that the photographer could only claim 
copyright protection if they had made a ‘creative contribution’ to the work, such as setting 
up the shot.

show an awareness of the practical consequences of copyright protection by 
pointing out that the failure to grant copyright for a single word is not just due to 
the de minimis principle. The intention in Exxon was to obtain greater protection 
over a range of goods or services via copyright than mere registration as a trade 
mark would have provided. There is also a public interest in preventing the control 
of words or phrases that should be available for all to use without fear of copyright 
infringement.

ExAm TIP

Interlego AG v Tyco Industries Inc. [1989] 1 AC 217, HL

Concerning: whether small modifications made to existing drawings of ‘Lego’ bricks 
gave rise to a fresh copyright

Facts
The original lego bricks had been patented and were registered as designs, but these 
had expired. some changes had been made to the design and these later bricks were 
copied by Tyco. lego claimed copyright infringement.

Legal principle
For copyright to exist, there must be an original work. even though modifications are 
technically significant, if they are not visually significant and are in effect copies of 
existing works, they would not give rise to a new copyright.

To hold otherwise would result in the possibility that copyright, in what was 
essentially the same work, could be extended indefinitely by merely making minor 
changes. Facts are not protected and a name such as exxon cannot be subject  
to copyright even if a lot of work has gone into its creation. however, it has been 
held that headlines on an internet website arguably could be a literary work, such  
as in the CJeu case Infopaq International A/S v Danske Dagblades Forening heard  
in 2009.

KEy CAsE
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Make your answer stand out

The Infopaq decision held that by taking 11 words, if those words were the result 
of the intellectual creation of the author, copyright infringement could occur. This 
view was reinforced in the Meltwater case on appeal. it has been argued that these 
decisions have changed the requirements for originality under the CDpA from ‘sweat 
of the brow’ to the ‘intellectual creation of the author’. Make your answer stand out by 
explaining that it has been suggested that these cases have been misinterpreted and 
that although copying 11 words may infringe copyright, 11 words in themselves may 
not necessarily amount to a separate work of copyright (see Deming liu (2013) and 
Rahmatian (2013)).

 Tangibility
Copyright does not protect ideas, only a particular expression of an idea. Artistic works will 
usually be in tangible form, otherwise they could not be seen, but they do need some sort 
of surface to exist upon. in order to protect an idea in a literary, dramatic or musical work, 
the expression must be recorded in a permanent form. This can be in writing or in any other 
way. All new methods of recording or fixation are covered in the Act.

Who is the first owner of the copyright will be determined by who is the author of the 
work and their status. (please refer to Chapter 2 on authorship and ownership.)

REvIsIon noTE

There will be no copyright in an impromptu speech or a tune devised while playing the 
guitar unless they are recorded. The recording can be made by anyone, even without the 
permission of the author. on recording, fixation will take place and copyright will spring into 
existence.

section 3(2) and (3) Copyright, designs and Patents Act 1988

Copyright does not subsist in a literary, dramatic or musical work unless and until it is 
recorded in writing or otherwise, that is, any other way. it is immaterial whether the work 
is recorded by or with the permission of the author.

KEy sTATuTE
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Walter v Lane [1900] AC 539, HL

Concerning: the existence of copyright in an impromptu speech

Facts
The earl of Rosebery made a speech. A reporter for The Times recorded it verbatim in 
shorthand, adding nothing apart from his reporting skills. The speech was published in 
The Times and copied by another. The issue was whether The Times had a right to sue 
for infringement.

Legal principle
The speaker was the author of the written work for copyright purposes. The reporter, 
having used skill and judgement in recording the speech using his own choice, sequence 
and combination of words, adding structure and punctuation, was the author of that 
report of the speech, an original work in its own right.

KEy CAsE

Don’t fail to understand that fixation can be made even without the knowledge or 
licence of the author of the ‘work’. Make sure, however, that you do not confuse the 
situation of a secretary taking dictation, where they will not obtain copyright in the 
written work, and the reporter in Walter v Lane. owing to the reporter expending extra 
skills in the reporting of the speech, copyright vested both in the author, the earl and the 
reporter. if the reporter had taken down only some ideas expressed in the speech, there 
would have been no fixation of the expression of lord Rosebery. if you were to record a 
talk given by a lecturer with a Dictaphone (always ask permission first!), you would not 
have copyright over the content of the lecture, but would have copyright over the sound 
recording.

Don’t be tempted to . . .

if the reporter had taped the speech on a tape machine, he would have had copyright in the 
sound recording.

 A ‘work’
The Act is very specific about what can be protected.
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Norowzian v Arks Ltd [2000] FsR 363, CA

Concerning: what constitutes a dramatic work

Facts
Mr norowzian made the film Joy. it showed a man dancing and used ‘flash framing’ 
and ‘jump cutting’ (removing bits of film). Due to these editing techniques, the dancing 
looked surreal. The man was doing things that in real time he could not have performed 
before an audience, hence this was not a dramatic work and was incapable of copyright 
protection.

Legal principle
The content of the film can be a dramatic work if it is ‘a work of action with or without 
words or music which is capable of being performed before an audience’. A film itself can 
be a work of action and be performed before an audience.

KEy CAsE

‘literary work’ covers a work which is expressed in print or writing, irrespective of 
its quality. no merit is required. selections, arrangements, raw research material and 
compilations of literary works are protected, but only if they are recorded. There is no 
protection for compilations of drawings, as a literary work.

The dialogue of a dramatic work on its own is protected by literary copyright. A work of 
mime without words can be protected as a dramatic work. but there can be problems with 
outputs that do not fit the criteria of ‘work’.

section 3(1) Copyright, designs and Patents Act 1988 (part)

A literary work is any work, other than a dramatic or musical work, which is written, 
spoken or sung, and includes a table or compilation (other than a database), a computer 
program, preparatory design material for a computer program and a database.

KEy sTATuTE

literary works

section 3(1) Copyright, designs and Patents Act 1988 (part)

‘A “dramatic” work includes a work of dance or mime.’

KEy sTATuTE

Dramatic works
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A film is a dramatic work distinct from the script. Rhythm, pace and movement are ideas, 
and cannot be protected as only the specific expression of the idea is covered. A similar 
problem of ‘slipping through the net’ is found in television game-show formats. often these 
comprise stock phrases or events which are interjected at appropriate times. For copyright 
to arise there must be fixation, a script recorded in permanent form. This is not appropriate 
to game shows, which are expected to be spontaneous.

Also bear in mind that sporting events such as football games, no matter how ‘dramatic’, 
will not be protected as copyrighted works. According to the CJeu, in the 2012 case Football 
Association Premier League v QC, a football game could not be protected as sporting events 
cannot be regarded as intellectual creations classifiable as works. Furthermore, the rules 
of the game were considered to leave no room for creative freedom for the purposes of 
copyright.

Musical works
For copyright purposes, music and lyrics are separate. lyrics are protected as literary works, 
so what is left is the music. The copyright can be owned by different people and expire at 
different times.

section 3(1) Copyright, designs and Patents Act 1988 (part)

‘A musical work is one consisting of music, exclusive of any words or action intended to 
be sung, spoken or performed with the music.’

KEy sTATuTE

There is, as with most of the other ‘original’ works, no quality requirement, and even a few 
notes may attract copyright. They must, however, be original. They may still be regarded 
as original musical works even if they are based on an existing piece of music. such 
adaptations or transcriptions will attract their own copyright if the minimum amount of 
skill and labour has gone into their creation. it may be found, however, that the adaptation 
or transcription infringes the copyright in the earlier musical work if made without the 
permission of the owner.

Don’t assume that all creative effort is protected by copyright. if the purpose of 
copyright is to protect creative effort, it is not doing so. by being so prescriptive in what 
is a ‘work’, uK copyright law may fail to provide protection for all creativity. This is of 
particular note in the fashion industry, which will rely upon design rights protection as 
discussed in Chapter 7.

Don’t be tempted to . . .
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